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REMARKS 



Original claims 1 and 9 in the above application were subjected to an 
obviousness type double patenting rejection in an Office Action dated September 7, 
2001 over U. S. Patent No. 5,900,613 to Koziol ("Koziol") (Attached as Exhibit A). 
Original claims 1 and 9 recited as follows: 

1 . (Original) An optical reader comprising: 
an imaging assembly; 

a processor in communication with said imaging assembly; and 
a memory in communication with said processor having an operating program 
stored thereon for controlling operation of said optical reader, said optical reader 
being adapted to receive a component control instruction from a remote 
processor, and further being adapted to execute said component control 
instruction substantially on receipt of said component control instruction from said 
remote processor. 

9. (Original) An optical reader system comprising: 

a portable optical reader having an imaging assembly, a reader processor in 
communication with said imaging assembly, and a reader memory in 
communication with said reader processor, said optical reader being adapted to 
receive a component control instruction from a remote processor; and 

a remote processor, adapted to transmit a component control instruction in 
response to a user input command to control said optical reader, 

said optical reader being programmed so that said reader processor executes 
said component control instruction substantially on receipt of said component 
control instruction from said remote processor. 

With a response dated February 26, 2002, applicants filed a terminal 
disclaimer (Exhibit B) to remove the double patenting rejection. 



However, as prosecution proceeded, claims 1 and 9 were cancelled and new 
claims were filed. The currently pending independent claims of the application are 
as follows: 



71 . (Previously Presented) A system comprising: 

(a) an optical reader including an imaging assembly, a display, a keyboard, an 
acoustic output device and a controller configured to capture image data and decode 
decodable bar code symbols therein, said optical reader further including a hand held 
housing encapsulating said imaging assembly and said controller, said hand held 
housing further supporting said display and said keyboard; and 

(b) a host processor having an associated display spaced apart from said 
optical reader, wherein said hand held housing is adapted to be held in a human hand 
so that said optical reader is moveable between a variety of orientations and distances 
with respect to said host processor; 

(c) wherein said system is configured so that in a first mode said host 
processor sends to said optical reader a beeper control instruction, wherein said optical 
reader substantially on receipt of said beeper control instruction actuates said acoustic 
output device so that said acoustic output device emits a series of beeps without 
actuating said display; 

(d) wherein said system is further configured so that in a second mode said 
host processor sends to said optical reader a display control instruction, wherein said 
optical reader substantially on receipt of said display control instruction causes a 
predetermined indicia to be displayed on said display without actuating said acoustic 
output device. 
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predetermined indicia to be displayed on said display without actuating said acoustic 
output device. 

76. (Previously Presented) A method for attracting attention of an operator of 
a hand held optical reader, said hand held optical reader having an artificial light source 
directing light toward a target, an acoustic output device, a wireless communication link, 
a display, and being configured to decode decodable barcode symbols represented in 
captured images, said method comprising the steps of: 

(a) programming said hand held optical reader to wirelessly receive at least 
one component control instruction from a spaced apart host processor, said component 
control instruction being selected from the group consisting of a light source flashing 
component control instruction which when executed by said hand held optical reader 
results in said artificial light source directing light toward a target of said optical reader 
without a frame of image data being captured, an acoustic output device component 
control instruction which when executed by said hand held optical reader causes said 
acoustic output device to emit a series of beeps without actuation of said display, and a 
display output component control instruction which when executed by said hand held 
optical reader results in a predetermined indicia being displayed on said display without 
actuation of said acoustic output device, wherein said programming step includes the 
step of configuring said hand held optical reader to execute said at least one 
component control instruction to produce a user-perceivable result substantially on 
receipt of said component control instruction and wherein said hand held optical reader 
is disposed in a common local facility with a spaced apart host processor having an 
associated display; and 

(b) wirelessly sending from said spaced apart host processor to said hand 
held optical reader at least one of said light source flashing component control 
instruction, said acoustic output device component control instruction, and said display 
output component control instruction, whereby a user-perceivable result is produced by 
said hand held optical reader substantially on receipt of said at least one component 
control instruction so that attention of an operator of said hand held optical reader is 
attracted. 

98. (Previously Presented) A system comprising: 

(a) an optical reader including an imaging assembly, a display, a keyboard, a 
wireless communication link, a light source, an acoustic output device and a controller 
configured to capture image data and decode decodable bar code symbols therein, said 
optical reader further including a hand held housing encapsulating said imaging 
assembly and said controller, said hand held housing further supporting said display 
and said keyboard; and 

(b) a host processor spaced apart from said optical reader, wherein said hand held 
housing is adapted to be held in a human hand so that said optical reader is moveable 
between a variety of orientations and distances with respect to said host processor; 

(c) wherein said system is configured so that in a first mode said host processor 
wirelessly sends to said optical reader a beeper control instruction, wherein said optical 
reader substantially on receipt of said beeper control instruction actuates said acoustic 
output device so that said acoustic output device emits a series of beeps; 

(d) wherein said system is further configured so that in a second mode said host 
processor sends to said optical reader a display control instruction, wherein said optical 
reader substantially on receipt of said display control instruction causes indicia to be 
displayed on said display; and 

(e) wherein said system is configured so that said host processor in a further 
mode sends to said optical reader a light source control instruction, said optical reader 
substantially on receipt of said light source instruction causes said light source to direct 
light toward a target of said optical reader without causing actuation of said imaging 
assembly. 

104. (Previously Presented) A system comprising: 

(a) a optical reader including an imaging assembly, a display, a keyboard, an 
acoustic output device and a controller configured to capture image data and decode 
decodable bar code symbols therein, said optical reader further including a hand held 
housing encapsulating said imaging assembly and said controller, said hand held 
housing further supporting said display and said keyboard; and 

(b) a host processor having an associated display spaced apart from said optical 
reader and being disposed at a common local facility with said optical reader, wherein 
said hand held housing is adapted to be held in a human hand so that said optical 
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reader is moveable between a variety of orientations and distances with respect to said 
host processor; 

(c) wherein said system is configured so that in a first mode said host processor 
sends to said optical reader a beeper control instruction that is initiated by a user by 
presenting at a location spaced apart from said optical reader a command to control 
said optical reader, wherein said optical reader substantially on receipt of said beeper 
control instruction actuates said acoustic output device so that said acoustic output 
device emits a series of beeps without actuating said display; 

(d) wherein said system is further configured so that in a second mode said host 
processor sends to said optical reader a display control instruction, wherein said optical 
reader substantially on receipt of said display control instruction causes indicia to be 
displayed on said display without actuating said acoustic output device. 

1 1 2. (New) A system comprising: 

(a) an optical reader including an imaging assembly, a display, a keyboard, an 
acoustic output device and a controller configured to capture image data and decode 
decodable indicia therein, said optical reader further including a hand held housing 
encapsulating said imaging assembly and said controller, said hand held housing 
further supporting said display and said keyboard; and 

(b) a host processor having an associated display spaced apart from said optical 
reader, wherein said hand held housing is adapted to be held in a human hand so that 
said optical reader is moveable between a variety of orientations and distances with 
respect to said host processor; 

(c) wherein said system is configured so that said host processor can send to said 
optical reader a beeper control instruction, wherein said optical reader substantially on 
receipt of said beeper control instruction actuates said acoustic output device so that 
said acoustic output device emits a series of beeps without actuating said display; 

(d) wherein said system is further configured so that said host processor can send 
to said optical reader a display control instruction, wherein said optical reader 
substantially on receipt of said display control instruction causes a predetermined 
indicia to be displayed on said display without actuating said acoustic output device. 

117. (New) A system comprising: 

(a) an optical reader including an imaging assembly, a display, a keyboard, a 
wireless communication link, a light source, an acoustic output device and a controller 
configured to capture image data and decode decodable indicia therein, said optical 
reader further including a hand held housing encapsulating said imaging assembly and 
said controller, said hand held housing further supporting said display and said 
keyboard; and 

(b) a host processor spaced apart from said optical reader, wherein said hand held 
housing is adapted to be held in a human hand so that said optical reader is moveable 
between a variety of orientations and distances with respect to said host processor; 

(c) wherein said system is configured so that said host processor can wirelessly 
send to said optical reader a beeper control instruction, wherein said optical reader 
substantially on receipt of said beeper control instruction actuates said acoustic output 
device so that said acoustic output device emits a series of beeps; 

(d) wherein said system is further configured so that said host processor can send 
to said optical reader a display control instruction, wherein said optical reader 
substantially on receipt of said display control instruction causes indicia to be displayed 
on said display; and 

(e) wherein said system is further configured so that said host processor can send 
to said optical reader a light source control instruction, said optical reader substantially 
on receipt of said light source instruction causes said light source to direct light toward a 
target of said optical reader without causing actuation of said imaging assembly. 

125. (New) A system comprising: 

(a) a optical reader including an imaging assembly, a display, a keyboard, an 
acoustic output device and a controller configured to capture image data and decode 
decodable indicia therein, said optical reader further including a hand held housing 
encapsulating said imaging assembly and said controller, said hand held housing 
further supporting said display and said keyboard; and 

(b) a host processor having an associated display spaced apart from said optical 
reader and being disposed at a common local facility with said optical reader, wherein 
said hand held housing is adapted to be held in a human hand so that said optical 
reader is moveable between a variety of orientations and distances with respect to said 
host processor; 



4 



Application No. 09/385,597 Docket No.: 283-205 CIP 

Petition Requesting Withdrawal of Recorded Terminal Disclaimer Dated July 24, 2006 



(c) wherein said system is configured so that said host processor can send to said 
optical reader a beeper control instruction that is initiated by a user of said host 
processor, wherein said optical reader substantially on receipt of said beeper control 
instruction actuates said acoustic output device so that said acoustic output device 
emits a series of beeps without actuating said display; 

(d) wherein said system is further configured so that said host processor can send 
to said optical reader a display control instruction, wherein said optical reader 
substantially on receipt of said display control instruction causes indicia to be displayed 
on said display without actuating said acoustic output device. 

It is said that "petitions seeking to reopen the question of the propriety of a 
double patenting rejection have not been favorably considered." MPEP §1490. 
However, the present petition does not attempt to reopen a question of whether a 
double patenting rejection was proper. The question of whether the double patenting 
rejection of claims 1 and 9 was proper is not at issue in the present petition since 
claims 1 and 9 have been cancelled. The present petition merely notes that the only 
claims subject to a double patenting rejection over Koziol have been cancelled and 
that no claim currently pending has been subject to a double patenting rejection over 
Koziol. Accordingly, the terminal disclaimer filed to overcome the rejection over 
Koziol should be withdrawn. 

In that the claims subject to a double patenting rejection have been cancelled 
and are no longer pending in the application, applicants' respectfully petition for 
withdrawal of the terminal disclaimer filed on February 26, 2002. 

If the Examiner believes that contact with applicants' attorney would be 
advantageous toward the disposition of this case, the Examiner is herein requested 
to call applicants' representative at the phone number listed below. 

The Commissioner is hereby authorized to charge any additional fees 
associated with this communication or credit any overpayment to deposit Account 
No. 50-0289. 
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Dated: July 24, 2006 Respectfully submitted, 



George S. Blasiak 

Registration No.: 37 t 283 

WALL MARJAMA & BILINSKI LLP 

101 South Salina Street 

Suite 400 

Syracuse, New York 1 3202 
(315)425-9000 
Customer No. 20874 
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Sir: 



Your petitioner, Welch Allyn Data Collection, Inc., residing at 4619 Jordan Road 
Skaneateles Falls, NY 13153, represents that it is the owner of the entire right, title and 
interest in U.S. Patent Application Ser. No. 09/385,597. Your petitioner hereby disclaims the 
terminal part of any patent granted on the above-identified application, which would extend 
beyond the expiration date of U.S. Patent 5,900,613 and hereby agrees that any patent so 
granted on the above-identified application shall be enforceable only for and during such 
period that the legal title to said patent shall be the same as the legal title to U.S. Patent 
5,900,613, this agreement to run with any patent granted on the above-identified application 
and to be binding upon the grantees, its successors or assigns. 

In making the above disclaimer, petitioner does not disclaim the terminal part of any 
patent granted on the above-identified application that would extend to the expiration date of 
the full statutory term as defined in 35 U.S.C. 154 to 156 and 173 of the prior patent, as 

>3/04/2002 TBESHAH1 00000098 M3B5597 
)2FC:M8 »<>•«> ° p 
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presently shortened by any terminal disclaimer, in the event that it later: expires for failure to 
pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321, 
has all claims canceled by a reexamination certificate, is reissued, or is in any manner 
terminated prior to the expiration of its full statutory term as presently shortened by any 
terminal disclaimer. 

The undersigned has reviewed the patent application identified above and, to the best 
of undersigned's knowledge and belief, title is in the petitioner identified above. 

The undersigned (whose title is supplied below) is empowered to act on behalf of the 
petitioner. 

I hereby declare that all statements made herein of my own knowledge are true, and 
that all statements made on information and belief are believed to be true; and further, that 
these statements are made with the knowledge that willful false statements, and the like so 
made, are punishable by fine or imprisonment, or both, under Section 1001, Title 18 of the 
United States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 

FEE STATUS 
(37 C.F.R. § 1.20(d)) 

[X] Other than a small entity $1 10.00 

[] Small entity $ 55.00 

[ ] A statement is attached. 

[ ] A statement was already filed on . 
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deficiency that may be due. A duplicate of this disclaimer is attached. 
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